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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 ) The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1-1) Claims 1,2,3,5,6,9,10,11,12, 13, 14, 15, 17, 18, 19, 25, 27, 28, 29 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Porter (US 6473892, filed Dec 31, 
1998). 

Regarding claim 1, 25, Porter teaches "receiving input from a user ... 
modification ... fixed information ... integration ... variable information," "a modified fixed 
information unit ... select fixed information unit" (ie., user inputs data on the form 
template that modifies the fields in the form and the merge system merges the changes 
to the form in the merge file ... the document generation system merges necessary 
paragraphs into a policy document as it creates the document where the user supplies 
the system with data that the system needs to determine which paragraphs are to be 
included in the document based on rules)(Background section, specifically, col 1 , lines 
15-20, col 2, lines 10-50). 
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Regarding claim 2, Porter teaches "modifying the select fixed information ... by 
the input" (ie., user inputs data and the system determines which paragraphs to include 
in the policy document, the document generation system merges the necessary 
paragraphs into a policy document)(col 2, lines 31-48). 

Regarding claim 3, Porter teaches "replacing the select ... fixed information 
unit" (ie., interpreter replaces each instance of a word/phrase in the generated text with 
another word/phrase)(col 1 1 , lines 40-45). 

Regarding claim 5, 27, Porter teaches "identifying ... information unit" (ie., the 
system determines from the input data which paragraphs are to be included in the 
document)(col 2, lines 40-45). 

Porter teaches "modifying ... fixed information unit" (ie., programmers update 
changes to laws, regulation and policies ... changes to the text of the documents the 
system produces)(col 5, lines 27-31 ). 

Regarding claim 6, Porter teaches "adding to the ... fixed information unit" (ie., 
text generation code of the text generator that defines the paragraph that modifies the 
document . . . )(col 1 5, lines 45-64). 

Regarding claim 9, Porter teaches "receiving input ... information unit" (ie., 
based on user input data, the system determines which paragraphs are to be included 
in the document)(col 2, lines 37-41). 

Regarding claim 10, Porter teaches "receiving input ... information unit" (ie., 
interactive document assembly system ... delete a clause)(col 2, lines 50-55). 
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Regarding claim 11, 28, Porter teaches "receiving input from a user ... 
modification ... variable information ... integration ... variable information," "a fixed 
information unit ... information unit" (ie., user inputs data on the form template that 
modifies the fields in the form and the merge system merges the changes to the form in 
the merge file ... the document generation system merges necessary paragraphs into a 
policy document as it creates the document where the user supplies the system with 
data that the system needs to determine which paragraphs are to be included in the 
document based on rules)(Background section, specifically, col 1, lines 15-20, col 2, 
lines 10-50). 

Regarding claim 12, Porter teaches "modifying the select variable information ... 
by the input" (ie., user inputs data and the system determines which paragraphs to 
include in the policy document, the document generation system merges the necessary 
paragraphs into a policy document)(col 2, lines 31-48). 

Regarding claim 13, Porter teaches "replacing the select ... variable information 
unit ... by the input" (ie., variable field to be determined each time a document is 
created from the form where the use can enter information through the form and 
replaces each instruction or variable name in brackets with data that is appropriate for 
the document being created)(col 1, lines 15-50). 

Regarding claim 14, 29, Porter teaches "generating a second document ... by 
the input" (ie., merge system merges data into a merge file with changes to the 
form)(col 2, lines 17-30). 
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Regarding claim 15, Porter teaches "adding to ... modification indicated by the 
input" (ie., text generation code of the text generator that defines the paragraph that 
modifies the document based on use input data, the document generation system 
determines which paragraphs are to be included in the document from the store of all 
paragraphs)(col 15, lines 45-64). 

Regarding claim 17, Porter teaches "receiving input ... variable information unit" 
(ie., text in a form with variable fields ... replaces each instruction or variable name in 
brackets with data ...)(col 1, lines 15-67). 

Regarding claim 18, Porter teaches "receiving input ... addition ... variable 
information unit" (ie., insert a variable field in a document assembly system with 
forms)(col 2, lines 49-60). 

Regarding claim 19, Porter teaches "receiving input ... deletion ... information 
unit" (ie., delete a variable field)(col 2, lines 49-60). 

Regarding claim 21, Porter teaches "integrating ... integration specification" (ie., 
merge system that merges variable fields that user enters with the form)(col 2, lines 1- 
30; col 1, lines 15-25). 

Regarding claim 22, Porter teaches "replacing the ... fixed information unit" (ie., 
interpreter replaces each instance of a word/phrase in the generated text with another 
word/phrase)(col 1 1 , lines 40-45). 

Regarding claim 23, Porter teaches "adding ... information unit" (ie., based on 
user input data, the system determines which paragraphs are to be included in the 
document)(col 2, lines 37-41). 
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Regarding claim 24, Porter teaches "applying properties ... fixed information 
unit" (ie., the form with fixed fields is applied to the documents each time a new 
document is created, which will inherit the fixed properties of the template/form). 

Claim Rejections - 35 USC § 103 
2) The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2-1) Claims 4, 8, 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Porter (as cited above), in view of Shirley et al (US 5692206, issued Nov 
1997). 

Regarding claim 4, 26, Porter does not expressly teach, but Shirley teaches 
"generating a second document ... information unit" (ie., contract authoring system 
takes standard contract documents and creates a new version of the contract document 
having new provisions)(col 2, lines 37-54). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Porter to include a document authoring system that creates a new 
version of a document with new provisions as taught by Shirley, providing the benefit of 
customized generation of documents in a format selected by the user (Shirley, col 2, 
lines 8-15, lines 55-58). 

Regarding claim 8, Porter does not expressly teach, but Shirley teaches 
"receiving input ... information unit" (ie. f contract generation system includes alternate 
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provision that can replace provision in the standard documents as well as supplemental 
and additional provisions that can be added to the standard documents; input 
data)(Abstract section , middle; col 2, lines 8-16; col 1, lines 35-53). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Porter to include a document generation system that replaces 
standard documents with supplement provisions with user input as taught by Shirley, 
providing the benefit of a flexible system that gives a user of the contract generation 
program more flexibility in defining the terms of a particular contract ... in a greater 
variety of situations (col 1 , line 65 - col 2, line 5). 

2-2) Claims 7, 16, 20, 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Porter (as cited above), in view of Pirolli et al (US 6151595, filed 
Apr 17, 1998). 

Regarding claim 7, Porter does not teaches, but Pirolli teaches "fixed 
information unit specifiers ... priorities and where in ... fixed information unit" (ie., 
prioritizing (ranking) of graph structure based on usage information and degree of 
interest for graph visualization ... in information retrieval, hypertext document ...)(col 7, 
lines 28 - 58). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Porter to include prioritizing or ranking of graph structures based on 
usage information as taught by Pirolli, providing the benefit of minimizing cognative load 
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(Pirolli, col 7, lines 33-34) and improving the relationship between web page contents 
and to efficiently structure web sites 1 (col 1 , lines 55-59). 

Regarding claim 16, Porter does not teaches, but Pirolli teaches "fixed 
information unit specifiers ... priorities and where in ... default information unit priority" 
(ie., prioritizing (ranking) of graph structure based on usage information and degree of 
interest for graph visualization ... in information retrieval, hypertext document ... )(col 7, 
lines 28 - 58). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Porter to include prioritizing or ranking of graph structures based on 
usage information as taught by Pirolli, providing the benefit of minimizing cognative load 
(Pirolli, col 7, lines 33-34) and improving the relationship between web page contents 
and to efficiently structure web sites' (col 1 , lines 55-59). 

Regarding claim 20, 30, Porter does not teaches, but Pirolli teaches "fixed 
information unit specifiers ...fixed information unit having a priority" (ie., prioritizing 
(ranking) of graph structure based on usage information and degree of interest for graph 
visualization ... in information retrieval, hypertext document ...)(col 7, lines 28 - 58). 

Porter teaches "document data ... information" (ie., document ... variable field ... 
form)(col 1, lines 15-20). 

Porter teaches "in information ... variable information" (ie., merge system for 
merging changes to the form)(col 2, lines 17-30). 

Porter teaches "initializing ... initial value" (ie., preprinted form includes the fixed 
text in preprinted form)(col 1, lines 18-20). 
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Porter does not teach, but Pirolli teaches "... order of priority" (ie., prioritizing of 
structure based on usage information and degree of interest of graph visualization ... in 
information retrieval, hypertext document)(col 7, lines 28-58). 

Porter teaches "generating an interim fixed information unit ... u" (ie., a form 
template with fixed field that is used to create a document)(col 1, lines 15-20). 

Porter teaches "applying ... unit" (ie., each time a document is created, it is using 
fixed fields of the form/template)(col 1, lines 15-20 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Porter to include prioritizing or ranking of graph structures based on 
usage information as taught by Pirolli, providing the benefit of minimizing cognative load 
(Pirolli, col 7, lines 33-34) and improving the relationship between web page contents 
and to efficiently structure web sites' (col 1, lines 55-59). 

Other Cases 
3) A. Clapp (US 589391 4, issued Apr 1 999). 

B. Clapp (US 531 3394, issued May 1 994). 

C. Petruzzi et al (US 604981 1 , issued Apr 2000) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gautam Sain whose telephone number is 703-305- 
8777. The examiner can normally be reached on M-F 9-5 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (703)305-9792. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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